
Model Essay Answer #2

A. NON STOP vs. NEVER STOP

1. Priority

In evaluating any conflict between similar marks, it is necessary to determine which is the senior mark, deserving priority in registration and protection from second comers.

Priority is based on the date of first bona fide use of each mark – sales or shipments of goods bearing the intended mark – in the ordinary course of trade in federally-regulated commerce. [Lanham §45]  A mark filed in an intent-to-use (“ITU”) application is given, contingent on registration on the Principal Register, a constructive first use date based on its application filing date. [Lanham §7(c)]  Use analogous to trademark use – promotion and advertising activities “within a commercially reasonable time” before actual sales – can also generate common law priority rights in a mark if it occurs before another’s actual or constructive use. [Maryland Stadium Authority]  Token use of a mark – isolated or nominal sales – is insufficient to establish or maintain rights in the mark. [Lucent; Procter&Gamble]
Under this framework, NON STOP is the senior mark as compared to NEVER STOP.  Though Craft did not submit its application until December 12, 2006, it used NON STOP in commerce for six months prior to application.  Its actual sales of 1.2 million units in three states and its marketing activities are not token use under the Lucent four-factor test, and both antedate Jupiter’s ITU constructive use date, December 1.  Nor can Jupiter’s non-U.S. sales of NEVER STOP defeat NON STOP’s priority.  Sales and advertising in foreign countries cannot be regulated by Congress, so they are not “use in commerce” under the Lanham Act. [Buti]  The fact that Canadian advertisements may reach U.S. audiences does not change this result. [Mother’s Restaurants]

Finally, it should be noted that Jupiter cannot argue that the “concurrent use” doctrine or “limited area exception” [Lanham §33(b)] should apply to permit its use of NEVER STOP despite its junior status. Jupiter had not established continuous actual use in any geographical area before Craft’s application and, as discussed below, may not have adopted its marks in good faith. [See Thrifty]

2. Likelihood of Confusion

A likelihood of confusion between two marks may be used by a senior mark holder to bar registration of the junior mark under Lanham §2(d), or in an injunctive or infringement action under Lanham §32 (registered marks) and §43 (unregistered marks).  Likelihood of confusion is confusion as to source, sponsorship, affiliation or approval [Lanham §43(a)(1)(A)], and must be probable confusion, not merely possible confusion [A&H Sportswear].  In addition to defending its word mark, Craft can also seek to protect its unregistered trade dress under §43, even without having achieved secondary meaning, provided it can prove its trade dress is inherently distinctive. [Two Pesos]

In the Second Circuit, likelihood of confusion is evaluated using the Polaroid factors.  This non-exhaustive list of considerations was initially developed for dissimilar goods or services, but has since become the standard in all confusion analyses.

The first Polaroid factor is the strength of the senior mark, which has two components: market strength and theoretical strength.  NON STOP’s strength in the candy market, less than one year after its debut and with only 1.2 million sales from three states, cannot be substantial.  Many candy brands have been sold nationwide in much larger volumes for decades.  In contrast, NON STOP is theoretically a strong mark.  Its name does not even reveal that it is a candy, much less indicate what type (except perhaps that it is so delicious you cannot stop eating it).  Thus, as applied to candy, NON STOP is arbitrary and fanciful.  However, NON STOP is not coined, but rather composed of two dictionary words. So it is not as theoretically strong as a mark such as HAAGEN-DAZS (irrespective of fame).  On balance, NON STOP would likely be considered a moderately strong mark.

The second factor is the similarity of the senior and junior marks, as judged by their sight, sound, and meaning. [Sleekcraft]  Here, there are overwhelming resemblances in both the trademarks and trade dresses.  First, visually and aurally, both marks are composed of two words, the second word being STOP.  The first words, NON and NEVER, are both short, start with the same letter, and have the same sort of meaning.  Moreover, when displayed on the packages, the words are arranged vertically, either NON or NEVER above STOP.  Moreover, each package shows rays of light emanating from the names, and similar images of the candies either falling around or flying out from the center of the package.  Yellow and brown are the predominate colors on each.  Though the subsidiary house marks, FREIA and MARABOU, are on the packages, both house marks are contained in small red ovals with white lettering and surrounded by a gold ribbon that runs across the package.  The whole appearance of the two packages is so similar that, notwithstanding the different house mark names, they look as if they came from the same producer.  The fact that the NON STOP candies are multi-colored and the NEVER STOP candies are all brown simply reinforces the suggestion that one is a different variety or flavor produced by the other.

The next factor is the “proximity” of the two parties’ products.  This factor encompasses the marketing channels of the products (though a separate factor under the Ninth Circuit’s Sleekcraft test).  Here, both candies are small, button-shaped, and candy-coated – they could not be more proximate.  Moreover, their likely marketing channels are identical.  Both are small packages of inexpensive candy that could be sold in convenience stores, movie theatres, etc.  Indeed, they may be presented side-by-side in many instances, increasing the likelihood of association and, therefore, confusion.

The fourth Polaroid factor is whether the senior user is likely to “bridge the gap” between the two products.  Here, the products are nearly identical – there is no product gap to bridge.  This increases the likelihood of confusion.

The fifth factor is evidence of actual confusion.  Here, no such evidence exists in the record, as NEVER STOP is not yet in the U.S. market.  Although properly-conducted surveys may be useful evidence of actual confusion between marks [Quality Inns], no surveys were apparently conducted.  However, the absence of evidence of actual confusion is not determinative [Gallo], and indeed not significant where clear there have been no opportunities for confusion to arise [Nutrasweet].

The sixth Polaroid factor is the junior user’s good faith in adopting his mark.  Direct evidence of bad faith is often fatal to a junior user’s case because courts presume that one who intends to trade on another’s good will choose a mark sufficiently confusing to accomplish that purpose.  Courts may also infer bad faith from a junior user’s selection of a mark with knowledge of the senior user’s mark [Fleischmann Distilling], though some courts have criticized this logic as circular [Holiday Inns].  Here, an inference of knowledge and bad faith from the similarity of the word marks is unnecessary because the similarity of trade dress provides much clearer evidence of bad faith.  In particular, the vertical alignment of the word marks, the emanating rays of light, and the gold-ribbon-wrapped red-and-white house marks are too similar to dismiss as coincidental.  Unfortunately, based on the record, it is unclear which way the obvious bad faith runs.  Jupiter has been selling NEVER STOP in Canada for an undetermined amount of time.  While it is possible that Jupiter copied NON STOP, it is equally possible that Craft copied NEVER STOP and simply made it to the U.S. first.  Absent more evidence, this factor runs neither way.  But should the bad faith party be revealed, it could be fatal to that party’s case.

The penultimate factor is the quality of the junior user’s product.  The record does not disclose the relative qualities of the two products.  If NEVER STOP is inferior to NON STOP, it could be more damaging to Craft’s interests increase the likelihood of confusion.

The final Polaroid factor is the sophistication of purchasers, used as a proxy for determining their ability, and likely effort expended, to distinguish two marks.  Cheap candy is purchased by all types of consumers – young and old, educated and not.  More relevant here is the low cost, impulse-purchase quality of the products.  Consumers usually devote less time in distinguishing such products, raising the likelihood of confusion. [Nutrasweet]

In sum, virtually all factors weigh in favor of a likelihood of confusion, but the bad faith issue is a dark horse.  If Craft were shown to have copied Jupiter’s Canadian product, a judge might dismiss any injunctive action by Craft on some sort of “unclean hands” theory.  I could even imagine a trademark examiner changing the priority analysis based on Craft’s bad faith and awarding senior status to Jupiter.  In that case, all of the foregoing analysis would still apply, and Jupiter would have a strong case for likelihood of confusion against Craft.  Craft should investigate further and tread lightly.

3. Alternate Theories

The highly similar names and trade dresses might provide a colorable initial interest confusion claim.  Consumers familiar with the senior mark might initially grab junior product, giving it more attention that it would have otherwise received, regardless of whether ultimately purchased. [Mobil Oil]  Dilution is not possible because NON STOP is not famous. [Lanham §43(c)]

B. NON STOP vs. DON’T STOP

1. Priority

Notwithstanding their respective application dates, as between NON STOP and DON’T STOP, DON’T STOP is the senior mark, as it was actually “used in commerce” for two years before NON STOP was released.  Accordingly, Craft’s goal in any action should be to prove no likelihood of confusion.

2. Likelihood of Confusion

First, the strength of DON’T STOP seems to be greater than the strength of NON STOP.  The same theoretical strength analysis applies, but Ekte’s market strength appears to be greater.  Ekte’s product has been around longer and has been discussed prominently in national papers.  Thus, though it is “exclusive” and perhaps sells less volume, it is probably more famous than NON STOP, and therefore a fairly strong mark, deserving greater protection.

Second, there is far less similarity between Ekte’s and Craft’s trade dress.  Though both trademarks still end in STOP and have first words with similar meanings, Ekte arranges the words horizontally rather than vertically.  Ekte’s package is also less garish – a solid blue color with minimal ornamentation – and its house mark is in simple grey lettering, not a red-and-white, gold-ribbon-wrapped oval.

Third, the products are less proximate. Though they are still both candy, DON’T STOP is a solid chocolate bar, not candy-coated buttons.  Also, the marketing channels don’t overlap.  Ekte sells out of its own shops, where it presumably would not carry NON STOP.

Fourth, there is no evidence Ekte was planning on “bridging the gap.” If it is acquired, that may change, as Jupiter already has a “button” product for which it could readily adopt the DON’T STOP name.

Fifth, there is no evidence of actual confusion.

Sixth, there is no evidence of bad faith in either direction unless one infers knowledge of the other’s mark and bad faith on the basis of that knowledge.

Seventh, DON’T STOP is “exclusive,” so it may be of better quality than NON STOP.  If NON STOP is inferior, this could increase the likelihood of harm to Ekte.

Finally, Ekte’s exclusive product may have more sophisticated purchasers who think harder about dropping $20 for chocolate.  Such purchasers would less likely be confused by the lower-cost “buttons.”

In sum, the different trade dress, products, channels, and purchasers give Craft a colorable argument against likelihood of confusion.

3. Alternate Theory

Craft might try to bar registration of DON’T STOP as “scandalous” under Lanham §2(a) because of its “questionable” sex-themed marketing strategy.  It would have to prove Ekte’s use was “shocking to the sense of truth, decency, or propriety” from “the standpoint of not necessarily a majority, but a substantial composite of the general public” “in the context of contemporary attitudes.” [Harjo]  A high standard, but why not try?
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